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Remarks/Arguments; 

The Amendment filed on October 12, 2004, has been objected to as introducing 
new matter. In addition, clainn 25 has been rejected under 35 U.5.C. § 112, first 
paragraph, as falling to cximply with the enablement requirement. The objection to 
the amendment and the rejection of claim 25 is respectfully traversed for the reasons 
set forth below. 

The Official Action takes the position that ''bit map of the document" Is not 
supported by the originally filed specification. Title 35 of the United States Code, 
however, does not require that the exact words "^bit map" appear In the specification. 
The only legal requirement Is that "one of ordinary sicill in the art" would understand 
that this concept Is "taught" by the specification- The Examiner is respectfully 
requested to conduct a dictionary search of the phrase "bit map" through an Internet 
search engine. The results of several such attempts by Applicants' representative are 
enclosed with this response. As the exemplary definitions show, a bit map is a 
representation of dots of a graphics Image in computer memory. On page 9 of 
Applicants' specification at lines 9 and 10, Applicants' document-Image data is 
described as being represented by multi-bit colors, One of ordinary skill In the art 
understands that this is typically done by a bit map representation. If the Examiner 
believes that a representation of data by multi-bit colors is not typically accomplished 
by a bit map, the Examiner is respectfully requested to so state this position on the 
record. 

In view of the arguments set forth above, the objection to Applicants' 
specification and the rejection of Applicants' claim 25 Is respectfully requested to be 
withdrawn. 

Claims 1-4, 9-12 and 17-20 remain rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U (U,S. Patent No. 6,345,279), This rejection Is respectfully 
traversed for the reasons set forth below. 

Applicants' invention as recited by claim 1, includes a feature which is neither 
disclosed nor suggested by the art of record, namely: 
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... processing portions of the document-image data to control 
an amount of the document-Image data ... 

... renewing the structured image data by replacing the 
positioning data ... before the processing with positioning data 
after the processing ... 

To support the rejection, the Official Action recites Figure 3 of Li. In particular, 
the Official Action states: 

However, Li discloses In Rgure 3, the maintained position of 
structured image data items through the method 
processing, ... 

The basis of the rejection is respectfully traversed. 

Looking at the position of the bloclcs within Items 100, 340 and 370, the 
position of the blocks is different. In Item 340, for example, the internal items are not 
In a straight line. Contrast this with Items 100 and 370 where the two left most 
blocks are left Justified. Furthermore, Item 370 Is shorter than Item 100. Also, the 
distance between the right most block and the left most blocks in Item 100 and Item 
370 is different. 

Section 2125 of the MPEP states that it is not proper to use drawings to make 
arguments based on measurements: 

When the reference does not disclose that the drawings are Co 
scale and is silent as to dimensions, arguments based on 
measurement of the drawing features are of little value, See 
Hockerson-H&lberstadt^ Inc. v, Avia Group IntI, 222 F3d 
951, 956, 5S USPQ 2d 1487, 1491 (Fed. CIr. 2000). 

In Hockerson, the Court stated: 

The '792 patent Is devoid of any indication that the 
proportions of the groove and fins are drawn to scale ... 
Under our preciedent, It Is well established that patent 
drawings do not define the precise proportions of the 
elements and may not be relied on to show particular sizes If 
the specmcation is completely silent on the issue. See In re 
Wright, 569 F.2d 1124, 1127, 193 USPQ 332, 335 (CCPA 
1977) ^Absent any written description In the specification of 
quantitative values, arguments based on measurement of a 
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drawing are of little value.") 222. F.3d at 956, 55 USPQ 2d 
at 1491. 

MPEP 2125 also discusses In re Wright, 569 F,2d 1124, 193 USPQ 332 (CCPA 
1977) regarding the use of drawings. The MPEP points out that the Solicitor had made 
an argument based on the Solicitor's comparison of the relative dinnensions of the 
drawing figures In the appellant's application with the dimension in the drawing figures 
in the Bauer prior art device. The Solicitor had argued that the comparison revealed 
that Bauer use a chime length of roughly to 1 Inch for a whiskey barrel. The Court 
disagreed with the Solicitor's comparison because the Solicitor ''lgnore[d] the fact that 
Bauer does not disclose that his drawings are drawn to scale." 569 F.2d at 1127, 193 
USPQ at 335. However, the MPEP points out, the Court agreed with the Solicitor's 
argument that the Bauer reference generally taught that "whiskey losses are 
influenced by the distance the liquor needs to traverse the pores of the wood.'' 569 
F.2d at 1127, 193 USPQ at 335. 

In both of the cases, cited in the MPEP, the prior art references did not disclose 
that Its drawings were drawn to scale. Consequently, the Court refused to accord any 
weight to arguments based on dimensions purportedly discerned from the drawings. 

Accordingly, claim 1 Is patentable over the art of record. 

Claims 9 and 17, while not Identical to claim 1, are also patentable over LI for 
reasons similar to those set forth above with regard to claim 1. 

Claims 2-4/ 10-12 and 18-20 are patentable by virtue of their dependency on 
allowable independent claims. 

Claims 5-8, 13-16 and 21-25 have been rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Li In view of Fields (U.S. Patent No. 6,606,120). The 
rejection Is respectfully traversed. 

Regarding claims 5, 13 and 21, these claims, while not identical to claim 1, also 
recite the feature of replacing positioning data. Thus, these claims are patentable for 
reasons similar to those set forth above with regard to claim 1. Regarding claim 7, the 
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Official Action acknowledges that the primary reference, U, falls to disclose the use of 
a first and second input, thus, Fields was combined with Li because Fields discloses 
multiple inputs. The nnotivatlon given to combine Li with Fields is that Fields discloses 
the benefit of "automatically update material on the hosting web site as it Is changes 
on the content provider web sites," The ability to update material, often referred to In 
the art as the use of a proxy server, has nothing to do with Applicants' claimed 
features of first structured Image data and second structured image data. Thus, the 
motivation is improper to combine the references. Furthermore, Fields is lacking of 
Applicants' claimed first structured image data and second structured image data. The 
Official Action refers to Fig. 8 of Fields. Rg. 8 of Fields, however, only discloses 
muJtiple copies of the same Image data. Thus, not only is there no motivation to 
combine the references to obtain Applicants' claimed invention, but even by combining 
the references, Applicants' claimed invention does not result. Accordingly, claim 7 Is 
patentable over the art of record. 

Claims 8, 15, 16, 23 and 24, while not identical to claim 7, are also patentable 
over the art of record for reasons similar to those set forth above with regard to claim 
7. 

Regarding claim 25, the claim relates to tree-structured data. Spedfically, 
claim 25 recites the steps of: 

... dividing the bit map of the document into plural regions 
based on the tree-structured data? 

replacing a portion of the tree-structured data to replace one 
or more of the plural regions of the hit map of the 
document ... 

To reject claim 25, the OfHclal Action combines Li and Fields. The motivation 
given to modify LI to include Fields' tree-structure data is: 
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In order to provide the benefit of ^automatically update 
material on the hosting web site as It Is changes on the 
content provider web sites'. 

Applicants do not understand how the disclosure of automatic update provides 
a motivation to modify the primary reference to include tree-structured data. The 
ability to automatically update material is, In a general sense, a desirable attribute of 
any computer system. Automatically updating data neither explicitly discloses nor 
Implies that this Is to be done in a tree-structured manner. Accordingly, the 
motivation to combine the references through Applicants' claim 25 Is erroneous. 
Withdrawal of the rejection is respectfully requested. 

The remaining claims are patentable by virtue of their dependency on allowable 
independent claims. 

In view of the amendments and arguments set forth above, the above- 
Identified application is in condition for allowance, which action is respectfully 
requested. 
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